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DETAILED ACTION 

This action is in response to an after-RCE election submitted 12/12/2008. 
Applicant has elected Group II (Claims 8-9) without traverse. After careful consideration 
of Applicant's arguments, new grounds of rejections for Claims 8-9 are established as 
set forth in detail below. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the Invention was made. 

Claims 8-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Mastman (US 2002/0133447 A1) in view of Pritchard (US 2002/0046154 A1), in view of 

Official Notice, and further in view of Narayan et al (US 2002/0026399 A1 ) and further in 

view of Sauter et al. (US 2002/01 28947 Al ) 

As per Claim 8 

Mastman ('447) discloses 

searching for securities matching the parameters associated with the set of 
dividend-yielding securities, see paragraph 0016 (searches may be customized 
by client to use only selected ones of the parameters) and paragraph 0004 
(parameters comprises 13) dividend) 

weighting the individual securities in accordance with the associated dividend 
yields, see paragraph 0010, lines 12-16 and paragraph 0004 (parameters 
comprises 13) dividend) 

rating the securities based on an amount of the associated dividend yields, see 
paragraph 0010, lines 14-16 (parameters produce a rating for each stock) and 
paragraph 0004 (parameters comprises 13) dividend) 
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Mastman ('447) teaches input parameters for a searcli defining dividend-yielding 
securities, see paragrapli 0004 (parameter 13 = dividend) and tliat searclies may 
be customized by the client, see paragraph 0016, but fails to explicitly disclose 
upon receiving an initiation request from a customer, checking a database 
containing customer information with identification and preferences related to the 
customer and prompting the customer to select a predefined set of dividend- 
yielding securities or to input parameters for a new search defining a new set of 
dividend-yielding securities. Pritchard ('154) teaches indicating identification and 
preferences related to customer (risk/return preferences indicated by a user) and 
optimize selection of securities to best meet the preferences of user, see 
paragraph 0046. Narayan ('399) teaches prompting user to enter specifications 
(parameters) to the choice of security that should be searched for and server 
computer stores those specification (parameter) in database, see paragraph 
0046. Official Notice is taken that it was old and well known in the art to check a 
database containing customer information with identification and preferences 
related to the customer upon receiving an initiation request from a customer. 
Therefore, the Examiner asserts that it would have been obvious for one of 
ordinary skill in the art at the time the invention was made to modify Mastman's 
invention to include upon receiving an initiation request from a customer, 
checking a database containing customer information with identification and 
preferences related to the customer and prompting the customer to select a 
predefined set of dividend-yielding securities or to input parameters for a new 
search defining a new set of dividend-yielding securities. The claimed invention 
is merely a combination of old elements, and in the combination each element 
merely would have performed the same function as it did separately, and one of 
ordinary skill in the art would have recognized that the results of the combination 
were predictable. 



Mastman ('447) teaches weighting the individual securities in the database in 
accordance with the associated dividend yields, see paragraph 0010, lines 12-16 
and paragraph 0004 (parameters comprises 13) dividend), but fails to explicitly 
disclose weighting securities within the exchange-traded fund. Pritchard ('154) 
teaches database of investment instruments may contain records of exchanged 
traded fund, see paragraph 0049 and creating investment trust with a selected 
investment instrument, see Claim 1 of Pritchard. Since the securities of 
Mastman are weighted to create a portfolio of securities, it would have been 
obvious to limit the selection of securities within just one type of investment 
instrument (exchange-traded fund) as it is taught by Pritchard. The claimed 
invention is merely a combination of old elements, and in the combination each 
element merely would have performed the same function as it did separately, 
and one of ordinary skill in the art would have recognized that the results of the 
combination were predictable. 
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Mastman ('447) teaches placing a plurality of securities in a stocl< portfolio 
(establishing a stock portfolio), see paragraph 0002, but fails to explicitly disclose 
placing a plurality of the securities into the exchange-traded fund and offering for 
sale shares in the exchange-traded fund. Pritchard ('154) teaches placing a 
plurality of securities (investment instruments) into an investment trust and trade 
on an exchange, see paragraph 0056 and that the investment instruments may 
be exchange-traded fund, see paragraph 0049 and 0045. Sauter ('947) teaches 
sell exchange-traded shares on the market, see Abstract of Sauter, lines 19-21. 
Therefore, the Examiner asserts that it would have been obvious for one of 
ordinary skill in the art at the time the invention was made to modify Mastman's 
invention to include placing a plurality of the securities into the exchange-traded 
fund and offehng for sale shares in the exchange-traded fund. The claimed 
invention is merely a combination of old elements, and in the combination each 
element merely would have performed the same function as it did separately, 
and one of ordinary skill in the art would have recognized that the results of the 
combination were predictable. 

As per Claim 9 

Mastman ('447) further discloses searching for a price-earnings ratio associated 
with the respective securities, see paragraph 0016 (searches may be customized 
by client to use only selected ones of the parameters) and paragraph 0004 
(parameters comprises 5) price earning ratio P/E) 

Mastman ('447) teaches weighting the individual securities in the database in 
accordance with the price earnings ratio and the amount of the associated 
dividend yields, see paragraph 0010, lines 12-16 and paragraph 0004 
(parameters comphses 13) dividend), but fails to explicitly disclose weighting the 
respective securities in the exchange-traded fund. Pritchard ('154) teaches 
database of investment instruments may contain records of exchanged traded 
fund, see paragraph 0049 and creating investment trust with a selected 
investment instrument, see Claim 1 of Pritchard. Since the securities of 
Mastman are weighted to create a portfolio of securities, it would have been 
obvious to limit the selection of securities within just one type of investment 
instrument (exchange-traded fund) as it is taught by Pritchard. The claimed 
invention is merely a combination of old elements, and in the combination each 
element merely would have performed the same function as it did separately, 
and one of ordinary skill in the art would have recognized that the results of the 
combination were predictable. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from tlie 
examiner should be directed to CHIA-YI LIU whose telephone number is (571)270- 
1573. The examiner can normally be reached on Mon-Thur alternating Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, TOM DIXON can be reached on (571) 272-6803. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/THOMAS A DIXON/ CHIA-YI LIU 

Supervisory Patent Examiner, Art Unit 3696 Examiner 

Art Unit 3696 



